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1 The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 
that form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the Invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent In the United 
States. 

Claims 53, 55, 56, 59. 62, 64, 66, 69-71, 73 and 75 are rejected under 35 
U.S.C. 102(b) as being anticipated by Schuler essentially for reasons of record noting 
the following. Applicant notes that Schuler does not teach that the molds would be in 
the shape of a "frame chosen by the wearer". It is true that the reference fails to 
explicitly teach this aspect in that the term "frame" is not mentioned in the reference. 
However, as pointed out in the first action, such is considered to have been inherent in 
the process for the simple reason that one of ordinary skill would not mold, eg., a 
square lens in a rectangular mold, or an elliptical lens in a square mold. Clearly, in 
disclosing non-circular molds and gaskets, the applied reference is disclosing molding 
non-circular lenses. It would only make sense to mold a non-circular lens in a mold, 
which is of the same general shape as that of the frame the lens would ultimately be 
fitted in. Note that the instant claims call for shape, not necessarily size. Hence, some 
amount of surface grinding or cutting may be necessary to achieve the exact fit. This 
cutting or grinding, even if necessary, would not obviate the 102 rejection as such would 
have been within the scope of the instant claims. 

2.The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention Is not identically disclosed or described as set 
forth in section 102 of this tide, If the differences between the subject matter sought to be patented and 
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the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 53-75 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Schuler essentially for reasons of record noting the following. 

While the applied reference may not explicitly teach that the shape is in the form of the 

frame chosen by the wearer, it is submitted that this would clearly have been obvious to 

one of ordinary skill in the art. Schuler teaches that the gasket cross section can be 

other than circular, such as rectangular, square or elliptical. To effect molding, the 

molds placed thereon would also have to be that general shape. If it is not inherent to 

mold the lens in the ultimate shape desired by the wearer— ie, the shape of a frame 

chosen by the wearer— then such certainly would have been obvious in order to reduce 

the amount of cutting and grinding to fashion the final lens. As pointed out supra, it 

simply would not make any sense to mold a lens with a desired non-circular shape and 

not mold such a lens in a mold which already has such a shape, wherein minimal 

grinding or cutting would be necessary. Hence, the mold would obviously be the same 

general shape as well as size of the frame in which the lens molded therein would fit. 

As already pointed out by applicant, Schuler desires there to be little front or rear 

surface grinding in fulfilling the prescription. Why then would the reference mention 

using a non-circular mold -to mold a non-circular lens— and not make the mold the 

same general size and shape of the lens, in essence the frame in which the lens is to be 

fitted? 

3.Applicant's arguments filed October 14, 2004 have been fully considered but 
they are not persuasive. Most of applicant's comments have been addressed supra. 
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While the 102 has been maintained based on inherency, an additional 103 has been 
applied based on applicant's comments. Applicant's comments that the passage at 
column 7, lines 29-34 of Schuler teaches that the molded blank must be trimmed are 
noted, and the grinding and polishing is disclosed as being required "if necessary". 
Clearly, it would be very difficult to mold a lens without some additional trimming. 
However, as already pointed out, this does not obviate the fact that the lens mold is in 
the "shape of a frame chosen by the wearer". Additional trimming would merely mean 
that the size of the lens would have to be adjusted, not its overall shape due to frame 
constraints. This aspect is submitted to have been met by the applied reference, either 
through inherency or obviousness. 

4.Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Mathieu D. Vargot whose telephone number is 571 272- 
121 1 . The examiner can normally be reached on Mon-Fri from 9 to 6. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Colaianni, can be reached on 571 272-1196. The fax phone 
number for the organization where this application or proceeding is assigned is 703- 
872-9306. 

Infomriatlon regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
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you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

M. Vargot Mathieu D. Vargot 

January 1 0, 2005 Primary Examiner 

Art Unit 1732 
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